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PETITION UNDER 37 CFR 1.181 TO WITHDRAW HOLDING OF ABANDONMENT 

Applicant respectfully submits that the holding of abandonment in this application is in 
error because the AppUcant timely responded to the Notice to File Missing Parts, the failure to 
respond being given as the reason for abandonment. Per a phone conference with the USPTO 
senior legal advisor Karin Ferriter, the Applicant respectfizlly requests withdrawal of the 
holding of abandonment in this application. 

STATEMENT OF FACTS 

On November 13, 2000, the USPTO mailed a Notice to File Missing Parts of 



Nonprovisional Application (hereinafter "Notice to File Missing Parts") to the Applicant. The 
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Notice to File Missing Parts required: 1) submission of a signed oath and declaration within a 
two-month statutory period and 2) payment of a missing parts surcharge. 

On January 10, 2001, the AppHcant mailed to the USPTO the following 
documents (EXHIBIT ONE): 

L Copy ofthe Notice to File Missing Parts (Form PTO-1533); 

2. Declaration/Power of Attorney executed by the inventor on January 2, 2001; 

3. Check in the amount of $65.00 for the surcharge fee; and 

4. Acknowledgment Postcard. 

The USPTO received this submission on January 12, 2001, as shovm by the date-stamp 
on an Acknowledgement Postcard that properly identified all the items submitted (EXHIBIT 
TWO). According to MPEP 503 the properly identified items include: "(a) applicant's 
name(s); (B) title of invention; (C) number of pages of specification, claims (for nonprovisional 
apphcations), and sheets of drawing; (D) whether oath or declaration is included : (E) a list of 
any additional forms included with the application (e.g., application transmittal form, 
application data sheet, fee transmittal form, and/or provisional application cover sheet); and (F) 
amount and manner of paving the fee ." (MPEP 503, p. 500-13, emphasis added,) The instant 
Acknowledgment Postcard states that the Declaration and a check in the amount of $65.00 have 
been submitted. MPEP 503 fiuther states that the Patent Office's policy regarding retum 
postcards is: "The person receiving the item(s) in the USPTO will check the listing on the 
postcard against the item(s) being filed to be sure they are properly identified and that all the 
items listed on the postcard are presently being submitted to the USPTO. Ifanv ofthe items 
listed on the postcard are not being submitted to the USPTO. those items will be crossed off 
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and the postcard initialed by the person receiving the items ." MPEP 503, p. 500-15, emphasis 
added. 

The postcard returned from the Patent Office has no items crossed off . Thus, the Patent 
Office itself has confirmed that all submitted items were received within the period for response. 
The Patent Office's policy regarding return postcards is: "A postcard receipt which itemizes and 
properly identifies the items which are being filed serves as prima facie evidence of receipt in the 
USPTO of all the items hsted thereon on the date stamped thereon by the USPTO." (MPEP 503, 
p. 500-14). 

Between January 12, 2001 and November 22, 2002, the Applicant submitted various 
correspondence to the USPTO, such as an Information Disclosure Statement, Change in Power 
of Attorney, and Correspondence Address Change. No correspondence was received from the 
Patent Office in reply to these submissions. 

On November 22, 2002, the Applicant received a Notice of Abandonment (EXHIBIT 
FOUR), mailed November 18, 2002, stating that the Applicant had failed to timely reply to the 
Notice of Missing Parts mailed on November 13, 2000. 

Applicant's response to the Notice of Missing Parts was received by the USPTO, as 
evidenced by the Acknowledgement Postcard. Applicant's response included a copy of the 
Notice of Missing Parts prepared by the PTO that identified the application by its serial 
number, title, filing date, and inventor name. The transmittal forms prepared by the Applicant 
contained a minor typographical error identifying the application's serial number, but correctly 
identified the application's number, title, filing date, and inventor name. The transmittal forms 
identified the application by serial number 09/633,296 instead of the serial number 09/663,296. 
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The returned copy of the Notice to File Missing Parts, however, properly identified the 
application under its correct application serial number 09/663,296. 

MPEP 502 states in part that "[a] minor error in the identification of the application can 
be corrected by the group provided the correct identification can be quickly discovered. 
Examples of minor errors are transposed numbers, typographical errors, and listing the parent 
application number. " MPEP 502, p. 500-6. Thus, the Patent Office could have quickly 
discovered the correct identification by either looking at the attached copy of the Notice to File 
Missing parts that properly identified the application by its serial number or by reviewing the 
correct information for title, filing date, and inventor name provided by the Applicant. 

After reviewing the Notice of Abandonment, the Applicant discovered through the 
patent application retrieval (PAIR) system that the USPTO erroneously matched the response 
to the Notice to File Missing Parts timely submitted by the Applicant with the application serial 
number 09/633,296 instead of the application serial number 09/663,296 (EXHIBIT THREE). 
Thus, the Applicant's response to the Notice to File Missing Parts was attached to the wrong 
file. Moreover, the Examiner of the application identified by serial number 09/633,296 
apparently did not notice that he had received correspondence intended for a clearly different 
application and merely identified the response as "miscellaneous correspondence." At no time 
was the Applicant notified of this error. In fact, the Applicant received the Notice of 
Abandonment ahnost two years after the application went abandoned. 

On December 2, 2002, the Applicant's representative, practitioner Rimma Budnitskaya, 
contacted USPTO senior legal adviser, Karin Ferriter, regarding the Notice of Abandonment. 
In view of the above, Ms. Ferriter recommended that the Applicant petition the USPTO to 
withdraw the holding of abandonment in this application and to expunge previously submitted 
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information. A petition to expunge has not been submitted with this petition but may be 
submitted at a later time. 

POINTS TO BE REVIEWED 

The AppHcant respectfully submits that the holding of abandonment in this application 
is in error because on January 10, 2001 the Applicant did timely mail to the USPTO an 
executed Declaration/Power of Attorney prior to the January 13, 2001 deadline for responding 
to the Notice to File Missing Parts. Moreover, the Patent Office received the response on 
January 12, 2001 . The response provided more than enough information needed to identify the 
appropriate application. Thus, the Applicant fully complied with the provisions of 37 CFR 1.8 
(a) contrary to the reasons provided by the holding of abandonment. 
ACTION REQUESTED 



In view of the above, the Applicant respectfiiUy requests withdrawal of the 



holding of abandonment in this application. 



Respectfully submitted, 

ALEXANDRE MARC JACQUES BROUAUX 




Rimma Budnitskaya, Reg. No. 48,237 



Fenwick & West LLP 
Two Palo Alto Square 
Palo Alto, CA 94306 
Tel.: (415) 875-2401 
Fax.: (415) 281-1350 
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EXHIBIT 1) Response to the Notice to File Missing Parts, including: copy of the Transmittal 
Form including the Certificate of Mailing executed on January 10, 2001; copy of 
the Fee Transmittal Form for the surcharge for the Notice to File Missing Parts 
sent by the AppUcant on January 10, 2001; copy of the Letter in Response to 
Notice to File Missing Parts executed on January 10, 2001; copy of the executed 
Declaration/Power of Attorney timely submitted by the Applicant on January 10, 
2001 in response to the Notice to File Missing Parts; copy of the Notice to File 
Missing Parts sent by the Apphcant on January 10, 2001; copy of the check 
number 74280 in the amovmt of $65.00 for the surcharge fee. 

EXHIBIT 2) Copy of the acknowledgment postcard for submission that is the subject of Exhibit 
1, showing the January 12, 2001 date-stamp of the USPTO's maihoom. 

EXHIBIT 3) Copy of the PAIR sheet for appHcation serial number 09/633,296 indicating that 
the USPTO received the Applicant's submission on January 12, 2001 and matched 
it with the wrong application number. 

EXHIBIT 4) Copy of the Notice of Abandonment received on November 22, 2002. 
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